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Cat al og. com I nc.

Bar bara Brown, Trademark Exam ning Attorney, Law Ofice 116
(Meryl Hershkow tz, Managing Attorney).

Before Hairston, Chapman and Bucher, Adm nistrative
Trademar k Judges.

Opi ni on by Hai rston, Admi nistrative Trademark Judge:

On Novenber 13, 1998 Catal og.comfiled an application
to register the mark CATALOG COM for “Internet goods and
services. ”?

The Trademark Exami ning Attorney issued a first office

action that, inter alia, refused registration of

! Serial No. 75/588,068 asserting first use anywhere and first
use in comerce at |east as early as 1994.
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applicant’s nmark on the ground of nere descriptiveness, and
hel d the identification of goods and services to be
unaccept abl e.

In response to the refusal, applicant argued that the
mark is not nerely descriptive, but in the alternative,
anmended the application to seek registration under the
provi sions of Section 2(f) of the Tradenmark Act based on
applicant’s declaration of five years substantially
excl usi ve and continuous use. In addition, applicant
of fered a proposed anmendnent to the identification of goods
and servi ces.

The Exam ning Attorney, in her second office action,
refused registration of applicant’s mark on the ground that
it is generic and stated, in relevant part:

Where the exam ning attorney has determ ned that

matter sought to be registered is not registrable

because it is not a mark within the nmeani ng of the

Trademark Act, a claimthat the matter has

acquired distinctiveness under 82(f) as applied to

t he goods or services is of no avail. It would be

| ogically inconsistent to find otherw se.

Further, the Exam ning Attorney held applicant’s proposed
anendnent to the identification of goods and services to be
unaccept abl e.

Applicant, in response, argued agai nst the genericness

refusal and offered a further anmendnent to the

identification of goods and services. The Exam ning
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Attorney, in her third office action, accepted the
amendnent to the identification of goods and services which
now reads as follows:

provi di ng conputerized online web pages featuring

user - defined i nformati on which includes search

engi nes and online web links to other web sites;

regi stration of domain names for identification

of users on a gl obal conputer network, and hosting

the web sites of others on a computer server for

a gl obal conputer network.

The Exami ning Attorney was not persuaded by applicant’s
argunents that the mark is not generic of the identified
services, and finally refused to register the mark on this
gr ound.

Applicant then filed an appeal. Both applicant and
the Exam ning Attorney filed briefs; no oral hearing was
r equest ed.

At the outset, it is inportant to nmake clear that in
the Exam ning Attorney’s third and final office action,
genericness was the only ground for refusal of registration
of applicant’s mark. The Exam ning Attorney nade no

mention of mere descriptiveness beyond the first office

action and never addressed the sufficiency of applicant’s
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showi ng of acquired distinctiveness.? Thus, the only issue
before us on appeal is that of genericness.

I n support of her contention that CATALOG COMis the
generic termfor applicant’s services, the Exam ning
Attorney argues, at page 2 of her final office action, as

foll ows:

The applicant has applied to register CATALOG COM
for “providing conputerized on-line web pages
featuring user-defined information which includes
search engines and online web Iinks to other web
sites; registration of domain nanes for identification
of users on a gl obal conmputer network; and hosting
the web sites of others on a conputer server for a
gl obal computer network.” The class of services at
issue is creating and hosting of online catal ogs.
See attached printout fromthe applicant’s web
site, ww.catal og.com The relevant public
understands the mark to refer to catal ogs provided
online that are accessible through the applicant’s
web site, CATALOG COM because the mark is sinply
the generic nane for the information featured on
the applicant’s web site conbined with the generic
t op-1 evel domain designation . COM

The Exami ning Attorney made of record an excerpt from The

Anerican Heritage Dictionary of the English Language (Third

edition, 1992) wherein “catalog” is defined as, inter alia,

“la] list or item zed display, as of titles, course

2 I ndeed, applicant nade note of this in its appeal brief. Thus,
if it was the Examning Attorney’s intent to finally refuse

regi stration also on the ground of nere descriptiveness and an

i nsuf ficient showi ng of acquired distinctiveness, it seens to us
that, at that point, she would have requested remand of the
application for that purpose.
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of ferings, or articles for exhibition or sale, usually
i ncluding descriptive information or illustrations”;
excerpts of stories fromthe NEXI S dat abase whi ch make
reference to “online catal ogs”; and a printout of a page
fromapplicant’s web site which contains the follow ng
statenent: “Your source for Domains, Online Catal ogs and
Free Wb Hosting Forever.”

Applicant, in urging reversal of the refusal to
regi ster, argues that the Exam ning Attorney has not
established that CATALOG COMis generic for applicant’s
identified services. According to applicant, it does not
of fer online catal ogs as a service, but rather offers
assistance to its merchant custoners in creating websites
t hat i nclude searchabl e online catal ogs. Applicant
contends that the Exam ning Attorney has m sunderstood the
statenent quoted from applicant’s website. Applicant
states that this statenent is directed to potential online
nmer chants who may wi sh to register a domain name, acquire
website hosting services, and/or seek assistance with the
creation of a commercial website with an online catal og.

In determ ni ng whet her an applied-for mark i s generic,
our primary reviewng court, in H Marvin G nn Corporation
v. International Association of Fire Chiefs, Inc., 782 F.2d

987, 228 USPQ 528, 530 (Fed. Cir. 1986), has stated:
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The critical issue in genericness cases i s whether
menbers of the relevant public primarily use or
understand the term sought to be protected to

refer to the genus of goods or services in question.

Determ ning whether a mark is generic therefore

involves a two-step inquiry. First, what is the

genus of goods or services at issue? Second, is

the term sought to be registered or retai ned on

the regi ster understood by the rel evant public

primarily to refer to that genus of goods or

services? (citations omtted)

Further, the “burden of showi ng that a proposed
trademark is generic remains with the Patent and Tradenmark
Ofice.” Inre Merrill Lynch, 828 F.2d 1567, 4 USPQd
1141, 1143 (Fed. Cir. 1987). Moreover, it is incunbent
upon the Examining Attorney to make a “substantial show ng
...that the matter is in fact generic.” Merrill Lynch, 4
USPQ2d at 1143.

The genus of services involved in this case are
websi te devel opnent and support services; domai n nane
regi stration; and website hosting. The relevant public for
such services are individual s and busi nesses.

As previously indicated, it is the Ofice's burden to
establish that the applied-for mark is generic. Although
the genus of services involved in this case is website
devel opnent and support services; donmain nane registration,;
and website hosting, essentially all of the Exam ning

Attorney’ s evidence pertains to goods, i.e., printed or

online catal ogs. Such evidence is not probative of whether
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CATALOG. COM i s generic for the services recited in
applicant’s application. See Magic Wand Inc. v. RDB Inc.,
940 F.2d 638, 19 USPQ2d 1551, 1552 (Fed. G r. 1991)(“Thus,
a proper genericness inquiry focuses on the description of
services set forth in the [application].”). Moreover,
this is not a case in which we would apply the principle
that a mark which is the generic nanme of a particul ar
category of goods is |ikew se generic for any services that
are directed to or focused on that class of goods. The
services recited in applicant’s application are not
directed to or focused on printed or online catal ogs. Cf.
In re CyberFinancial.Net Inc., 65 USPQd 1789 (TTAB 2002)
[ BONDS. COM i s generic termfor information and el ectronic
commerce services regarding financial products provided via
the Internet since bonds is one of the financial products
that conprise subject nmatter of the services].

Thus, in this case, we agree with applicant that the
Exam ning Attorney’s evidence fails to establish that
CATALOG. COM i s understood by the relevant public primarily
to refer to the genus of services recited in applicant’s
application.

Decision: The refusal to register is reversed. The
application will proceed to publication with no Section

2(f) claim



